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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election of Invention III in the reply filed on 1 1/06/2006 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Claims 1-50 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in reply filed on 1 1/06/2006. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 
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3. Claim 51 is rejected under 35 U.S.C. 102(e) as being anticipated by Gerbec 
(U.S. Patent 6,648,917 B2). 

Regarding claim 51 , discloses a device comprising a scissor arrangement 
including a first arm connected to a second arm at a pivot location between a proximal 
end and a distal end (see Figure 1 below). The device further comprises a mounting 
structure located at the distal end of the scissor arrangement. The mounting structure is 
defined by shaped tips of the first and second arms and is configured to insert within an 
opening of an implant wherein the tips are capable of grasping the implant from within 
the opening of the implant. With regard the statement of intended use and other 
functional statements, they do not impose any structural limitations on the claims 
distinguishable over Gerbec, which is capable of being used as claimed if one so 
desires to do so. In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 
458, 459 (CCPA 1963). Furthermore, the law of anticipation does not require that the 
reference "teach" what the subject patent teaches, but rather it is only necessary that 
the claims under attack "read on" something in the reference. Kalman v. Kimberly Clark 
Corp., 218 USPQ 781 (CCPA 1983). Furthermore, the manner in which a device is 
intended to. be employed does not differentiate the claimed apparatus from prior art 
apparatus satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ2d 
1647 (1987). 
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Figure 1 




Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 52 and 56-59 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Trieu (U.S. Publication 2004/0133280) in view of Michelson (U.S. Patent 
6,139,551). 

Regarding claim 52, Trieu discloses a kit of devices comprising an expandable 
implant and an insertion tool that is capable of expanding the implant once placed into a 
patient. Trieu further discloses a mounting device adjacent the distal end of the 
instrument, wherein the definition of end is "a part or place at or adjacent to an 
extremity" ( www.dictionarv.com ), when compressed and wherein the mounting device is 
at the distal end of the instrument when fully actuated. Trieu further discloses the use of 
a chisel for preparing the vertebrae prior to inserting the implant into the patient 
(paragraph 078). Regarding claim 56, Trieu further discloses the first instrument further 
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includes a first member and a second member that move in opposite directions to 
expand the implant. Regarding claims 57-59, Trieu further discloses the implant to 
include a locking mechanism (reference numbers 634 and 644) to keep the implant in 
an expanded position. Trieu fails to disclose a second instrument for use in a revision 
process to remove the implant. Michelson teaches a revision process wherein a revision 
instrument is used in order to remove a failed implant from a patient (column 2 lines 14- 
25). The type of revision instrument would depend on the type of implant the surgeon 
was placing inside a patient, and a revision instrument to be used with an expandable 
implant would inherently have to be capable of unlocking and collapsing the implant 
prior to removal of the implant. Therefore, Michelson teaches the concept of providing a 
revision instrument for the removal of an expandable implant that would inherently be 
capable of unlocking and collapsing the implant prior to removing the implant from the 
patient. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to manufacture the kit of Trieu with a revision instrument in view of 
Michelson in order to remove a failed implant from a patient. 
6. Claim 53 is rejected under 35 U.S.C. 103(a) as being unpatentable over Trieu 
(U.S. Publication 2004/0133280) in view of Michelson (U.S. Patent 6,139,551) further in 
view of Martz.(U.S. Publication 20058/0251 146). 

Regarding claim 53, the combination of Trieu and Michelson discloses the 
invention as claimed except for the kit to further comprise a second chisel (claim 53). 
Martz teaches a procedure wherein a second chisel is used separately from a first 
chisel in order to smooth and finish the channels created by the first chisel (paragraph 
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123). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to manufacture the kit of Trieu modified by Michelson with a second 
chisel in view of Martz in order to smooth and finish the channels created by the first 
chisel. 

7. Claims 54 and 55 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Trieu (U.S. Publication 2004/0133280) in view of Michelson (U.S. Patent 
6,139,551) further in view of Martz (U.S. Publication 20058/0251 146) further in view of 
Brown (U.S. Patent 5,919,007). 

Regarding claims 54 and 55, the combination of Trieu, Michelson, and Martz 
discloses the invention as claimed except for the first chisel to include teeth and the 
second chisel to include a rough surface, the examiner believes a rough surface is 
anything that is not smooth such as serrations or teeth. Brown teaches adding teeth to 
the surface of a chisel in order provide a smoother finish (column 2 lines 6-35). It would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to manufacture the kit of Trieu modified by Michelson further modified by Martz 
with chisel including teeth in view of Brown in order to provide a smoother finish. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 for cited references the examiner felt were relevant 
to the application. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Woodall whose telephone number is 571-272- 
5204. The examiner can normally be reached on Monday to Friday 8:00 to 5:30 EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



